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DETAILED ACTION 

1 . This Action is in response to Application Number 10/027704 received on 21 
December 2001. 

2. Claims 1-21 are presented for examination. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-5, and 12-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Friskel (U.S. Patent Number 6,839,737). 

3. Regarding claims 1,12, and 17, Friskel discloses in an email system having a 
sender email client application coupled to a sender email server and a recipient email 
client application coupled to a recipient email server, a system of determining status of a 
recipient email address assumed by the recipient application, comprising: 

a status table in the recipient server that stores the status of the recipient email 
address, wherein the table is searchable by an email address and the sender and 



Application/Control Number: 10/027,704 Page 3 

Art Unit: 2143 

recipient servers are coupled together (Friskel, col. 3, lines 20-25, col. 5, lines 1-10, Fig. 
4); 

a first status notification module in the recipient server that stores the status of 
the recipient email address in the status table (Friskel, col. 3, lines 20-25); 

a second status notification module in the sender server that forwards inquiries of 
the status of the recipient email address to the recipient server (Friskel, col. 5, lines 50- 
67); 

a status check module in the sender application that sends an inquiry with the 
recipient email address to the first status notification module via the second status 
notification module in the sender application when the recipient email address is 
determined in the sender application (Friskel, col. 3, lines 50-55), wherein the first status 
notification module accesses the status table with the recipient email address to obtain 
and return the status of the recipient email address to the sender application before the 
sender application sends any message to the recipient email address (Friskel, col. 6, 
line 30 through col. 7, line 15). 

4. Regarding claims 2, 13, and 18, Friskel discloses the limitations, substantially as 
claimed, as described in claims 1,12, and 17, including wherein the table is located in 
the server and the status indicates if (1) the email address of the recipient email 
address is not valid or no longer valid, (2) the recipient email address is set in an auto- 
reply mode, or (3) the auto-reply mode for the recipient email address is not set (Friskel, 
col. 7, lines 25-30). 



Application/Control Number: 10/027,704 Page 4 

Art Unit: 2143 



5. Regarding claims 3, 14, and 20, Friskel discloses the limitations, substantially as 
claimed, as described in claims 1,12, and 17, including wherein the step of recording 
status of the recipient email address further comprises the steps of 

notifying the server of the status of the recipient email address from a recipient 
application that assumes the recipient email address when the recipient email address 
changes its status in message receiving and handling (Friskel, col. 5, lines 60-65); and 

recording the new status of the recipient email address in the table (Friskel, col. 

6, lines 5-15). 

6. Regarding claim 4, Friskel discloses the limitations, substantially as claimed, as 
described in claim 1 , including wherein the step of sending an inquiry further 
comprises the steps of 

determining in the sender application if the recipient email address has been 
specified (Friskel, col. 3, lines 50-60); 

if the recipient email address has been specified in the sender application, 
sending the inquiry from the sender application to the server with the recipient email 
address (Friskel, col. 3, lines 50-60); 

searching the table with the recipient email address for the status information of 
the recipient email address (Friskel, col. 3, lines 49-53); 

returning the status of the recipient email address to the sender application from the 
server (Friskel, col. 6, lines 40-45). 
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7. Regarding claims 5, 15, and 21 , Friskel discloses the limitations, substantially as 
claimed, as described in claims 4, 12, and 17, including wherein the step of sending the 
inquiry is performed by a remote procedural call (Friskel, col. 3, lines 60-67). 

8. Regarding claim 16, Friskel discloses the limitations, substantially as claimed, as 
described in claim 12, including wherein the status check module sends the inquiry 

by 

determining if the recipient email address has been specified (Friskel, col. 3, lines 
50-55); 

if the recipient email address has been specified, sending the inquiry to the server with 
the recipient email address (Friskel, col. 3, lines 50-55). 



Claim Rejections - 35 USC § 103 

i 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 6-11 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Friskel in view of Shum (U.S. Patent Application Publication 2004/0059789). 

9. Regarding claim 6, Friskel discloses in an email system having a sender email 
client application coupled to a sender email server and a recipient email client 
application coupled to a recipient email server, a system of determining status of a 
recipient email address assumed by the recipient application, comprising: 

maintaining a status table in the recipient server that stores the status of the 
recipient email address, wherein the table is searchable by an email address and the 
sender and recipient servers are coupled together (Friskel, col. 3, lines 20-25, col. 5, 
lines 1-10, Fig. 4); 

if the recipient email address has been specified in the sender application, 
sending the inquiry from the sender application to the server with the recipient email 
address (Friskel, col. 3, lines 50-60); 

searching the table with the recipient email address for the status information of 
the recipient email address (Friskel, col. 3, lines 49-53); and 

returning the status of the recipient email address to the sender application from 
the server (Friskel, col. 6, lines 40-45). 

However, Friskel does not explicitly state having a first and a second email 
server coupled together and a first and a second plurality of email client applications 
coupled to the first and second servers, respectively, each having an email address, a 
method of determining status of a recipient email address, comprising 
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sending an inquiry from a sender application to the second email server for the 
status of the recipient email address when a user of the sender application has 
specified the recipient email address to send a message to the recipient email address, 
wherein the sender application is one of the second plurality of applications; 

forwarding the inquiry from the second server to the first server; 

searching the table with the recipient email address for the status of the recipient 
email address and returning the status to the sender application via the first and second 
email servers before a message is sent to the recipient email address. 
In an analogous art, Shum discloses a system and method for tracking messages in an 
electronic messaging system where messages are transmitted from a client on one mail 
server to a client on another mail server (Shum, page 5, paragraphs 75-77, 80). 
Because the idea of multiple email servers being connected to each other allowing 
clients of each email server to communicate with each other is well known in the art, it 
would have been obvious to one in the ordinary skill in the art at the time of the 
invention to incorporate using multiple email servers into Friskel, allowing clients on 
different email servers to be able to check the status of each other to provide an 
improved system and method for performing capacity planning in an electronic mail 
messaging system in a more efficient manner, to determine end-to-end message flow 
information in an enterprise messaging system (Shum, page 4, paragraph 42). 
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10. Regarding claim 7, Friskel and Shum disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the table is located in the server and 
the status indicates if (1) the email address of the recipient email address is not valid or 
no longer valid, (2) the recipient email address is set in an auto-reply mode, or (3) the 
auto-reply mode for the recipient email address is not set (Friskel, col. 7, lines 25-30). 

1 1 . Regarding claim 8, Friskel and Shum disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the step (C) further comprises the 
steps of 

searching a second status table located in the second server for an entry 
associated with the recipient email address, wherein the second status table 
stores status of each of the second plurality of applications (Friskel, col. 3, lines 20-25, 
col. 5, lines 1-10, Fig. 4); 

if the second server is not responsible for the recipient email address, then 
forwarding the inquiry to the first server (Shum, page 5, paragraphs 75-77, 80, Shum 
teaches communication between two email servers). 

12. Regarding claim 9, Friskel and Shum disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the step (A) further comprises the 
steps of 

notifying the first server of the status of the recipient email address from a 
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recipient application that assumes the recipient email address when the 
recipient email address changes its status in message receiving and handling; 
recording the new status of the recipient email address in the table by the 
first server (Friskel, col. 5, lines 60-65). 

13. Regarding claim 10, Friskel and Shum disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the step of (B) further comprises the 
steps 

of determining in the sender application if the recipient email address has 
been specified (Friskel, col. 3, lines 50-60); 

if the recipient email address has been specified in the sender application, 
sending the inquiry from the sender application to the second server with the recipient 
email address (Friskel, col. 3, lines 50-60). 

14. Regarding claim 11, Friskel and Shum disclose the limitations, substantially as 
claimed, as described in claim 10, including wherein the step of sending the inquiry is 
performed by a remote procedural call (Friskel, col. 3, lines 60-67). 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Friskel 
in view of obviousness. 
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15. Regarding claim19, Friskel discloses the limitations, substantially as claimed, as 
described in claim 17, including wherein the second status notification module searches > 
a second status table located in the sender application for an entry associated with the 
recipient email address, wherein the second status notification module forwards the 
inquiry to the first status notification module in the recipient server (Friskel, col. 5, last 
paragraph). However, Friskel does not explicitly state wherein the second status 
notification module forwards the inquiry to the first status notification module in the 
recipient server if there is no entry in the second status table that is associated with the 
recipient email address. It would have been obvious to one in the ordinary skill in the 
art at the time the invention was made to incorporate filling the entry in the status table 
to notify the status of the recipient email address to enable an end user to determine the 
on-line status of other users (Friskel, col. 2, lines 49-64). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

J. B. D. 

Patent Examiner 
Art Unit 2143 
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